Amendment under 37 C.F.R. § 1.111 
U.S. Serial No. 10/685,649 



Attorney Docket No.: Q78006 



REMARKS 

With this amendment, Applicants cancel claims 1-4 and add claims 35-37. Claims 5-37 
are all the claims pending in the application. 

1. Restriction Requirement 

Applicants thank the Examiner for acknowledging the provisional election without 

traverse of Group II (claims 5-34) on August 12, 2005, by telephonic communication. 
Applicants confirm the election of Group II (claims 5-34). Applicants reserve the right to file a 
divisional application directed to claims 1-4. 

2. Formalities 

Applicants thank the Examiner for acknowledging the claim for foreign priority and for 
confirming receipt of the certified copies of the priority documents. 

Applicants note that the Examiner has initialed only two of the three references listed on 
form PTO/BS/08 filed with the Information Disclosure Statement filed on March 23, 2004. 
Applicants request that the Examiner consider and initial the remaining reference (US 6,388,689) 
or provide an explanation as to why the third reference is not being considered . 

3. Claim Rejections Under 35 U.S.C. § 112 

The Examiner has rejected claims 20, 24 and 28 under 35 U.S.C. § 1 12 5 second 

paragraph, as being indefinite. Specifically, the Examiner contends that the recitation "a 
recording time" is redundant in each of these claims since their respective parent claims already 
recite this feature. 
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Applicants submit that recitation of "recording time" in claims 20, 24 and 28 is in the 
context of "correcting fluctuations in sensitivity/ 5 whereas the "recording time" in the respective 
parent claims is in the context of the primary control for recording an image. 

However, for clarity and precision of language, Applicants have modified the term 
"controlling" in claims 20, 24 and 28 to "adjusting." Applicants submit that the modifications to 
the claims obviate the rejection. 

4. Claim Rejections Under 35 U.S.C. § 102 

The Examiner has rejected claim 5 1 under 35 U.S.C. § 102 as being anticipated by 

Miyagawa et al. (US 6,208,371) ["Miyagawa"]. For at least the following reasons, Applicants 
traverse the rejection. 

Claim 5 recites an image forming method "wherein a power of said light beam is adjusted 
such that said certain power level with which said sectional beam diameter is substantially fixed 
coincides with a threshold level for said photosensitive material to blacken," the certain power 
level corresponding to a point where "the light beam has a sectional beam diameter that is 
substantially fixed ... even if defocus occurs." 

Miyagawa discloses a laser beam recording system that subjects the emitted laser beam L 
to beam shaping with a beam shaper optical system 16 so as to have a wide, substantially 
rectangular intensity distribution in an auxiliary scanning direction (col. 4, lines 23-35, Figs. 3- 
5). The beam shaper optical system 16 prevents the intensity deviation of the laser beam or of 

1 Applicants note that the Office Action erroneously lists claim 1 instead of claim 5. 
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the coloring range "c," as determined by the coloring threshold of the recording film F in case 
the focused spot of the laser beam positionally deviates from the recording film (i.e., defocused), 
or the integrated intensity as indicated by a characteristic curve A or B in Fig. 5 is changed (col. 
4, lines 56-64). 

In contrast, the present invention, as set forth in claim 5, does not involve a step of 
subjecting the emitted laser beam to any treatment, but sets forth adjusting "a power of said light 
beam [] such that said certain power level ...[at] which said sectional beam diameter is 
substantially fixed coincides with a threshold level for said photosensitive material to blacken," 
i.e., to maintain a recording line width or a recording dot size to be substantially fixed, 
(emphasis added.) Accordingly, Applicants submit that Miyagawa does not disclose or suggest 
the claimed adjustment of the power of the light beam as set forth in claim 5. 

The Examiner has rejected claim 34 under 35 U.S.C. § 102 as being anticipated by 
Maekawara et al (US 6,121,993) ["Maekawara"]. For at least the following reasons, Applicants 
traverse the rejection. 

Claim 34 recites an image forming apparatus that comprises "an exposure machine for 
recording an image by scanning a photosensitive material ... with a light beam irradiated from a 
light source, wherein the light beam has a sectional beam diameter that is substantially fixed at a 
certain power lever even if defocus occurs ... wherein said exposure machine is configured to 
adjust a power level of said light source such that said certain power level with which said 
sectional beam diameter is substantially fixed coincides with a threshold level for said 
photosensitive material to blacken." 
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Maekawara discloses an apparatus comprising a plurality of light emitting elements that 
are part of an exposure section and a development processing section (Abstract and Fig. 2). 

Applicants submit that Maekawara doe not disclose or suggest the claimed exposure unit 
which adjusts the power level of the light source to a level where the light beam has a sectional 
beam diameter that is substantially fixed even if defocus occurs as set forth in claim 34. 

5. Claim Rejection Under 35 U.S.C. § 103 

The Examiner has rejected claims 6-7 under 35 U.S.C. § 103(a) as being unpatentable 

over Miyagawa. For at least the following reason, Applicants traverse the rejection. 

Applicants submit that claims 6 and 7 are patentable at least by virtue of their 
dependency on claim 5. 

The Examiner has rejected claims 8-16 under 35 U.S.C. § 103(a) as being unpatentable 
over Miyagawa in view of Henderson et al. (US 5,352,495) ["Henderson"]. For at least the 
following reasons, Applicants traverse the rejection. 

Because Henderson does not cure the deficient teachings of Miyagawa given above with 
respect to claim 5, Applicants submit that claims 8-16 are patentable at least by virtue of their 
dependency on claim 5. 

In addition, claim 8 recites an image forming method, "wherein [the] power of the light 
beam is differentiated at an edge part and a non-edge part of a recorded image." The Examiner 
concedes that Miyagawa does not disclose this feature but applies Henderson to allegedly cure 
the deficiency. 
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Henderson discloses a system where a uniform laser light is applied over a surface to be 
"treated" (Abstract). "Treatment" involves the marking of a material surface (e.g., to form a 
logo) through the use of a mask or stencil (col. 1, lines 28-32). There is no disclosure or 
suggestion that the power of the light beam is differentiated at an edge part and a non-edge part 
of a recorded image as set forth in claim 8. 

As the Examiner even concedes, the light beam of Henderson delivers uniform energy as 
it scans (i.e., records the image). Accordingly, there is no differentiation of power with respect 
to the edge part and a non-edge part of the image being recorded. 

The Examiner's reliance on the "ring" feature of the laser beam in Henderson is 
misplaced. The claim language does not recite that the power is differentiated at the edge part 
and a non-edge part of a light beam, rather the claim recites that the "power ... is differentiated at 
an edge part and a non-edge part of a recorded image ." Accordingly, Miyagawa in view of 
Henderson does not disclose or even remotely suggest the claimed differentiation of the power of 
the light beam. 

In addition, the laser in Henderson is an unfocused beam designed to be used with masks 
and stencils. Accordingly, the teachings of Henderson with respect to its laser is non-analogous 
art when compared to the focused laser of Miyagawa and its method of printing, which does not 
use masks or stencils. 

Therefore, Applicants submit that for at least the above reasons, the Examiner has failed 
to make a prima facie case of obviousness. 
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image signal to be recorded," not detecting the edge of a light beam. Maekawara does not cure 
this deficiency. 

Accordingly, Haskal in view of Maekawara does not disclose or suggest at least the 
claimed detecting unit. 

The Examiner has rejected claim 32 under 35 U.S.C. § 103(a) as being unpatentable over 
Haskal in view of Maekawara and Miyagawa. For at least the following reason, Applicants 
traverse the rejection. 

Because Miyagawa does not cure the deficient teachings of Haskal and Maekawara with 
respect to claim 31, Applicants submit that claim 32 is patentable at least by virtue of its 
dependency on claim 3 1 . 

6. New Claims 

With this amendment, Applicants add claims 35-37. Applicants submit that these claims 
are patentable at least by virtue of their dependency, as well as the features set forth therein. 

7. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 
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The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: February 28, 2006 




Registration No. 54,627 
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